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REMARKS 

Claims 1-288 are pending in the present application. Claims 1 and 144 are 
independent claims. 

35 U.S.C. 103 REJECTION 

Claims 1-288 have been rejected under 35 U.S.C. 103(a) as being 
unpatentable over Suzuki et al. (U.S. Patent 6,213,652) in view of Goertz et aL 
(U.S. Patent 6,173,295), Guck (U.S. Patent 5,911,776) and Shimizu et al. (U.S. 
Patent 5,943,680). This rejection, insofar as it pertains to the presently pending 
claims, is respectfully traversed. 

Regarding independent claim 1, the Examiner states that Suzuki et al. 
teaches outputting and receiving a data stream in an independent format (PDL), 
but does not specifically teach translation of an input stream into a stream 
having a device independent format. Therefore, the Examiner relies on Guck and 
alleges that Guck teaches this missing feature as recited in claim 1. Applicants 
respectfully disagree. 

First, the Examiner selectively relies on certain portions of Suzuki et al. to 
reject the claims. Specifically, the Examiner relies on a print processor of Suzuki 
et al. (which is the invention of Suzuki et al,) and the feature of receiving a data 
stream in a PDL format (which is part of the prior art discussion of Suzuki et al. 
patent). These are two different systems each lacking claimed features, and it is 
improper and non-obvious to combine these systems as done by the Examiner. 
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Second, the Examiner correctly acknowledges that Guck discloses an 
automatic format conversion of a document into a format required by a requester 
of the document. However, the Examiner states that "since a source document 
can be converted to any device specific format, the document is device 
independent" (page 3, lines 3-4 of the final Office Action dated May 18, 2004). 
This statement is erroneous and a complete misrepresentation of Guck and the 
claimed feature. 

Claim 1 clearly requires, inter alia "a document generator at a client's side 
and configured to translate an input data steam into a data stream having a 
device independent format and to output the device independent format data 
stream". Translating an input data stream of a certain format into a data stream 
of a device independent format is different from converting a document of a 
certain format to any one of many specific formats stored, as taught by Guck. In 
Guck, a plurality of different types of converters directed to various formats that 
are used and required by different users must be present for a source document 
to be converted appropriately for a requester. In clear contrast, in Applicants' 
invention, at a client's side, an input data stream is converted to a data stream 
having a device independent format. In such a case, there is no need to have a 
plurality of different converters because the present invention converts the input 
data stream to a data stream having a device independent format. Thus, in 
Applicants' invention, there is no need to know at a client's side the specific 
formats used and required by various users in the network. Guck's conversion is 
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to a specific device format whereas Applicants' conversion is to a device 
independent format. Thus, Guck does not and cannot overcome this deficiency of 
Suzuki et al. 

The Examiner further relies on Shimizu et al. for teaching the translation of 
a data stream into a device independent format at a client's side. Shimizu et al. is 
directed to composing an image, graphics or color text based on the composition 
source file 31 containing composition commands and information, and 
characters, images and graphic forms, the font metric data file 32 containing 
information on the measurements of characters required for character 
composition, and the font data file 33 containing information on dot patterns or 
outlines for characters required for printing characters. The result of the 
composition is stored in a DV1 file 34 which is independent of the resolution and 
fonts of the display device. The document format 1 1 in Shimizu et al. performs 
the composition. 

However, a composition of a document/ page cannot and is not equivalent 
to translating an input data stream into a data stream of a device independent 
format. Composition in Shimizu et al. is a compilation of data and creating a 
data file, whereas Applicants* invention involves translating a data stream of a 
certain format to a data stream of a device independent format. Similarly, this 
feature is completely lacking in Goertz et al. 

Furthermore, none of Suzuki et al., Guck, and Shimizu et al. discloses, 
inter alia "a computer configured to receive the device independent format data 
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stream and programmed to analyze the data stream to determine a best output 
device" as recited in claim 1. The Examiner agrees and relies on Goertz et al. to 
correct this deficiency in the combination of Suzuki et al., Guck and Shimizu et 
al. However, Goertz et al. nowhere discloses the feature of analyzing the device 
independent format data stream to determine a best output device. 

Moreover, in Applicants' invention, once the best output device is 
determined, the computer further translates the device independent data stream 
into a data stream specific for the determined best output device. This feature is 
completely absent from Suzuki et al., Guck, Shimizu et al., and Goertz et al., 
either taken singularly or in combination thereof. 

Therefore, even if the references are combinable, assuming arguendo, the 
combination of references would still fail to teach or suggest at least the above- 
identified features of independent claim 1 . The same arguments apply to traverse 
the rejection of independent claim 144 since claim 144 recites similar features as 
claim 1. 

In the alternative, Applicants wish to point out that none of the prior art of 
record teaches the features recited in dependent claims 4 and 148 depending 
respectively from claims 1 and 145. More specifically, claim 4 requires the 
features of determining a best output device based upon an affinity value for each 
output device. In Applicants' invention, values (affinity values) are assigned to 
the print jobs based upon the job size, destination and rendering characters. 
This affinity value is used to determine which device should receive the 
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document. The affinity values for different devices are also calculated based on 
the devices' characteristics and attributes. See, e.g., page 2, line 34; page 12, line 
15; page 13, line 19 - page 15, line 13 of the present application. Accordingly, by 
making the numerical calculations feasible and based upon the outcome of these 
calculations, making fine tuned decisions on how to deliver documents across the 
network is advantageously provided by Applicants' invention. This feature is 
neither taught nor suggested by any of the applied references. 

Accordingly, the invention as recited in independent claims 1 and 145 and 
their dependent claims is patentable over the applied references, and the rejection 
must be withdrawn. 



For the foregoing reasons, Applicants respectfully request the Examiner to 
reconsider and withdraw the rejections of record, and earnestly solicit an early 
issuance of a Notice of Allowance. 

Should there be any matters which need to be resolved in the present 
application, the Examiner is respectfully requested to contact Esther H. Chong 
(Reg. No. 40,953) at the telephone number of the undersigned below. 



CONCLUSION 
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If necessary, the Commissioner is hereby authorized in this, concurrent, 
and further replies, to charge payment or credit any overpayment to Deposit 
Account No. 02-2448 for any additional fees required under 37 C.F.R. § 1.16 or 
under 37 C.F.R. § 1.17; particularly, extension of time fees. 

Respectfully submitted, 

BIRCH, STEWART, KOLASH & BIRCH, LLP 



By 



Joe McKinneA Muncyl #32,334 
P.O. Box 747 X \ 
Falls Church, VA 22032-0747 
(703) 205-8000 
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